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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1 .704(b). 
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closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 
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10)D The drawihg(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
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DETAILED ACTION 

1. Claims 1-40 are pending for the examination. 

Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. § 119(a)-(d), in 
previous application which papers have been placed of record in the file. 

Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to 
prevent the unjustified or improper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple assignees. See 
In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 
F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 
USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); 
and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321© may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be 
commonly owned with this application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may 
sign a terminal disclaimer. A terminal disclaimer signed by the assignee must fully 
comply with 37 CFR 3.73(b). 

Claims 1-14 are provisionally rejected under the judicially created doctrine 
of obviousness-type double patenting as being unpatentable over claim 1-14 of 
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copending application Serial No. 09/480,107. Although the conflicting claims are 
not identical, they are not patentably distinct from each other because claim 1 of 
the present application is much border than copending applications claim 1 

Claims 2-13 almost identical to claims 2-13 of the application 09/480,107. 
As to claims 14-40, since they are also fully disclosed in the application number 
09/480,107; they are therefore considered rejected as non-statutory double 
patenting as set forth in the paragraphs here in above. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 U.S.C. § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 102 
that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless — 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

Claims 1-6 and 14-17 are rejected under 35 U.S.C. § 102(b) as being 
anticipated by Kulakowski et al., US. patent 5,303,219 (hereafter Kulakowski). 

As to claim 1, Kulakowski discloses the invention as claimed, a method for 
formatting an optical recording medium [see Figs. 1-9, especially 8-9] including 
resetting the location information and formatting the optical recording medium, 
comprising the steps of: 

(a) resetting the location information of the spare area in response to a 
formatting request to indicate at least that there is no spare area assigned; and 
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(b) formatting the optical recording medium in response to the formatting 
request at least to use the spare area as a user data area after formatting 
[ABSTRACT; col. 7, line 40 to col. 8, line 26]. 

5. The aforementioned claim 2, recites the following steps, inter alia, disclosed 
in Kulakowski: 

determining if a spare area has been assigned prior to said resetting step (a) 
and said formatting step (b), wherein said steps (a) and (b) are performed if a 
spare area has been assigned [ABSTRACT; col. 7, line 40 to col. 8, line 26]. 

6. The aforementioned claim 3, recites the following steps, inter alia, disclosed 
in Kulakowski: 

said resetting step (a) comprises converting the location information of the 
spare area to a predetermined value [col. 8, lines 27-56]. 

7. The aforementioned claim 4, recites the following steps, inter alia, disclosed 
in Kulakowski: 

the predetermined value is a lowest possible address value [col. 8, lines 27- 

56]. 

8. The aforementioned claim 5, recites the following steps, inter alia, disclosed 
in Kulakowski: 

the predetermined value is a highest possible address value [col. 8, lines 27- 

56]. 
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NOTE: When addresses are selected inherently they cover start address and end 
address, which are be definition highest and lowest. 

9. The aforementioned claim 6, recites the following steps, inter alia, disclosed 
in Kulakowski: 

the predetermined value is a specific preset code [col. 8, lines 27-56]. 

10. As to claim 14, it is rejected for similar reasons set forth in the rejection of 
claim 1, supra . 

11. As to claims 15-17, they are rejected for similar reasons set forth in the 
rejection of claims 2-4 respectively, supra . 

Claim Rejections - 35 U.S.C. § 103 

12. The following is a quotation of 35 U.S.C. § 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject matter 
sought to be patented and the prior art are such that the subject matter as a whole would have 
been obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 7-13 and 18-40 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Kulakowski as applied to claims 1-6 and 14-17 above in view of 
AAPA [Applicants Admitted Prior Art]. 

As to claim 7, Kulakowski discloses all of the above elements, including using 
spare area as user area, formatting command and SDL and PDL Kulakowski does 



Application/Control Number: 10/774,437 Page 6 

Art Unit: 2655 

not specifically discloses details of the SDL and PDL, certification and to the 
extent claimed. 

However, Kulakowski clearly discloses that the PDL and SDL are being used. 
Also AAPA discloses: 

said formatting step (b) includes registering sectors judged to have defects 
into a new PDL (primary defect list), if the optical recording medium is to be 
formatted with certification [paragraph 15-16]. 

Both Kulakowski, and AAPA are interested in providing disc structure 
arrangement with help of PDL and SDL. 

Therefore, it would have been obvious to provide the system of Kulakowski 
with certification and associated details as taught by AAPA. The application or use 
of the certification and associated details as taught by AAPA would have been 
obvious, because these details performs the same function in the same way as the 
PDL and SDL of the of Kulakowski's system, and is an equivalent element. One of 
ordinary skill in the art would have recognized that the certification and 
associated details of PDL and SDL of AAPA was equivalent and an obvious 
alternative to PDL and SDL of system of Kulakowski. 

13. The aforementioned claim 8, recites the following steps, inter alia, disclosed 
in AAPA: 

formatting step (b) includes registering all sectors previously judged in an 
old SDL (secondary defect list) into a new PDL (primary defect list) if the optical 
recording medium is to be formatted without certification [paragraph 17]. 
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14. The aforementioned claim 9, recites the following steps, inter alia, disclosed 
in AAPA: 

the location information of the spare area is stored in a secondary defect 
list of the defect management area of the optical recording medium [paragraph 
14]. 



15. The aforementioned claim 10, recites the following steps, inter alia, 
disclosed in AAPA: 

the location information of the spare area includes start and end addresses 
of the spare area on the optical recording medium [fig. AA and paragraph 12-13]. 

16. The aforementioned claim 11, recites the following steps, inter alia, disclosed 
in AAPA: 

formatting step (b) further includes disposing of an old SDL (secondary 
defect list) existing prior to said formatting step (b), if the optical recording 
medium is to be formatted with certification [paragraph 16]. 

17. The aforementioned claim 12, recites the following steps, inter alia, 
disclosed in AAPA: 

said formatting step (b) reformats the optical recording medium by moving 
defective sectors registered in a first list to a second list [paragraph 16-17]. 

18. The aforementioned claim 13, recites the following steps, inter alia, 
disclosed in Kulakowski: 
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the first list and second list are, respectively, an SDL (secondary defect 
list) and a PDL (primary defect list) for the optical recording medium [paragraph 
6]. 



19. As to claims 18-19, they are rejected for similar reasons set forth in the 
rejection of claims 7-8 respectively, supra . 

20. As to claims 20-21, they are rejected for similar reasons set forth in the 
rejection of claims 11-12 respectively, supra . 

21. The aforementioned claim 22, recites the following steps, inter alia, 
disclosed in AAPA: 

the spare area includes a primary spare area and a supplementary spare area, 
and the second information indicates the size of the supplementary spare area 
[paragraph 12-13]. 

22. The aforementioned claim 23, recites the following steps, inter alia, 
disclosed in AAPA: 

the second information includes start and end addresses of the 
supplementary spare area [paragraph 12-13]. 

23. The aforementioned claim 24, recites the following steps, inter alia, 
disclosed in AAPA: 

the start address of the supplementary spare area is reset to a 
predetermined value when said formatting step (b) occurs [paragraph 12-13]. 
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24. The aforementioned claim 25, recites the following steps, inter alia, 
disclosed in Kulakowski: 

(a) receiving a formatting request to format the optical recording medium; 
and (b) formatting the optical recording medium in response to the formatting 
request which allows use of the supplementary spare area as a user data area after 
formatting [ABSTRACT; col. 7, line 40 to col. 8, line 26]. 

As to rest of claim AAPA discloses: 

wherein if the supplementary spare area was assigned before said 
formatting step (b), the method further comprising registering position 
information of a defective area included in the supplementary spare area into the 
first information of the defect management information, and resetting the second 
information indicating the size of the supplementary spare area [paragraph 121-3]. 

25. The aforementioned claim 26, recites the following steps, inter alia, 
disclosed in AAPA: 

said step (b) is performed only when a supplementary spare area has been 
assigned [paragraph 12-13]. 

26. The aforementioned claim 27, recites the following steps, inter alia, 
disclosed in AAPA: 

the first information includes a PDL (primary defect list) and a SDL 
(secondary defect list) [paragraph 6]. 
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27. The aforementioned claim 28, recites the following steps, inter alia, 
disclosed in A A? A: 

the supplementary spare area is extended from a fixed location close to a 
lead-out area to a variable inner location of the optical recording medium 
[paragraph 6-7]. 

28. As to claims 29-30, they are rejected for similar reasons set forth in the 
rejection of claims 23-24 respectively, supra . 

29. As to claim 31, AAPA teaches start address and end address and that the 
start address and that the second information area is reset to a preset code. 
Kulakowski does not teach that preset code is value OOh or FFh. 

"Official Notice" is taken that both the concept and the advantages of 
providing OOh or FFh as preset code are well known and expected in the art. It is 
well known in the art these codes refers to beginning and end codes for the 
memory locations. It would have been obvious to include OOh or FFh as preset 
codes to AAPA as these numbers easy to track and are usually used for start or 
end addresses within memory arrangement, and thereby saving time in accessing 
the memory location. These concepts are well known in the art and do not 
constitute a patentably distinct limitation, per se [M.P.E.P. 2144.03]. 

30. The aforementioned claim 32, recites the following steps, inter alia, 
disclosed in AAPA: 

a spare area for replacing a defective area found during a formatting of the 
recording medium or at least after formatting, with an available replacement area; 
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and a defect management area including defect management information for 
managing a defective area, the defect management information including first 
information to indicate a defective unit found, and second information to indicate a 
size of the spare area [paragraph 5, 7, 11] 

As to rest of the claim Kulakowski discloses: 

wherein the spare area is changed to a usable user area when formatting, 
while the second information is reset to indicate that there is no longer a spare 
area assigned [ABSTRACT; col. 7, line 40 to col. 8, line 26]. 

31. The aforementioned claim 33, recites the following steps, inter alia, 
disclosed in AAPA: 

the recording medium is a DVD-RAAA [paragraph 3]. 

32. As to claims 34-40, they are claims corresponding to claims 27, 8, 22, 28, 23 
24 and 31 respectively, and are therefore rejected for similar reasons set forth in 
the rejection of claims 27, 8, 22, 28, 23 24 and 31 respectively, supra . 

Other prior art cited 

33. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

a. Jaquette et al. (US. Patent 5,293,565) "Format for ". 

b. Gaudet et al. (US. patent 5,418,767) "Detection of over-usage of 
spare sectors in an optical disk". 
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c. 



Kakihara et al. (US. patent 6,118,608) "bisk drive unit 



Contact Information 



34. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Gautam R. Patel whose telephone number is 
571-272-7625. The examiner can normally be reached on Monday through 
Thursday from 7:30 to 6. 

The appropriate fax number for the organization (Group 2650) where this 
application or proceeding is assigned is 703-872-9306. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Mr. Wayne Young can be reached on (571) 272-7582. 

Any inquiry of a general nature or relating to the status of this application 
should be directed to the Electronic Business Center whose telephone number is 
866-217-9197 or the USPTO contact Center telephone number is (800) PTO-9199. 
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Primary Examiner 
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